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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: 
(Page 3, Line 28), "organisation's" should be "organizations" 
Appropriate correction is required. 



Claim Objections 

2. The numbering of claims is not in accordance with 37 CFR 1 .1 26 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 
Misnumbered claims 81-86 have been renumbered 82-87. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 61-64, 71-73, 80-83, and 86-88 are rejected under 35 U.S.C. 102(b) as 
being anticipated by U.K. Patent Application GB 2,321,688 A (Ian). 
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Regarding Claim 61, Ian teaches; a column protecting device (3) for protection of 
an upright column (9) of a racking system, (Figure 3); wherein the column (9) has a 
channel shaped cross section (AA) having a substantially rectangular front portion (BB) 
consisting of a front member (CC), and a first (DD) and second (EE) side member, 
(Annotated Figure 2 Below); the protector device further comprises a substantially rigid 
outer shell (3), and an inner liner (1 ) shaped to fit within the outer shell (3), (Figure 2); 
wherein the outer shell (3) is capable of fitting around the upright column so that the 
outer shell (3) retains to the column (9) without further fixtures, (Page 4, Lines 10-14); 
the outer shell (3) also surrounds the front member (CC) and partially surrounds the first 
(DD) and second (EE) side members, (Annotated Figure 2); the inner liner (1) being 
retained between the outer shell (3) and the column (9), (Figure 3). 
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BB CC 
Annotated Figure 2 

The phrase, "thereby protecting the front and parts of the side members" is 
considered functional language and is given no patentable weight. 

Regarding Claim 62, Ian teaches each first and second side member comprising 
an outer side member (DD and EE) and an inner side member (FF), (Annotated Figure 
2 Above); wherein the outer shell (3) surrounds the front member (CC) and the first 
(DD) and second (EE) side members, and further surrounds the first and second inner 
side members (FF) so that the peripheral edge of the outer shell is adjacent to the 
column where the column is relatively narrower, (Annotated Figure 2). 
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The term "peripheral" is defined by www.dictionarv.com as "Related to, located 
in, or constituting an outer boundary or periphery." Furthermore, the phrase 

"thereby protecting them" is considered functional language and is given no patentable 
weight. 

Regarding Claim 63, Ian teaches the device (3) capable of attaching to the front 
or lateral sides of an aisle facing an upright column wherein the column resides in a 
channel of the outer shell (2 or 3), (Figure 3 and Page 1 , Lines 5-1 1 ). 

Regarding Claim 64, Ian teaches the outer shell (3) having a "C" shaped cross 
section, (Figure 2). 

Regarding Claim 71 , Ian teaches the outer shell being made from polycarbonate, 
(Page 2, Line 8). 

Regarding Claim 72, Ian teaches the inner liner being a part-cylindrical member, 
(Figure 1(b)). 

Regarding Claim 73, Ian teaches a substantially solid part cylindrical outer 
surface (2) having a substantially U-shaped channel formed on the opposite side of the 
outer surface (2), (Figure 1(b)). 

Regarding Claim 80, Ian teaches the inner lines returning to their original shape 
after being deformed, (Page 4, Lines 3-8). 

Regarding Claim 81, Ian teaches the outer shell (3) surrounding the front 
member (CC) and partially surrounding the first (DD) and second (EE) side members, 
and also surrounding the inner liner (1), which rests between a substantially part 
cylindrical inner surface of the outer shell (3) and an outer face of the front member 
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(CC), an outer face of the first side member (DD) and second side members (EE), 
(Annotated Figure 2 Above). 

The phrase, "thereby protecting the front member and parts of the side members 
from direct impact and partially surrounds each of the first and second side members," 
is considered intended use and is given no patentable weight. 

Regarding Claim 82 (Misnumbered 81), Ian teaches the inner liner and outer 
shell being slideable with respect to each other along a central axis of the outer shell, 
(Page 1, Lines 24-28). 

Regarding Claim 83 (Misnumbered 82), Ian teaches an outer liner and an inner 
liner being bonded together, (Page 2, Lines 1-5). Additionally, Ian teaches the inner liner 
and outer shell being bonded together using plastic cable ties, (Page 4, Lines 16-20). 

Regarding Claim 86 (Misnumbered 85), Ian teaches the outer shell and the 
inner liner composed of polycarbonate and foam, (Page 2, Line 8 and Page 2, Lines 6- 
7); both materials having greater ductility, and impact resilience then the shelving which 
is made from metal (Page 1 , Lines 12-14). 

Regarding Claim 87 (Misnumbered 86), Ian teaches the device being capable 
of fitting around the upright column so that the outer shell (3) retains to the column (9) 
without further fixtures, (Page 4, Lines 10-15). 

Regarding Claim 88, Ian teaches; a column protecting device (3) for protection of 
an upright column (9) of a racking system, (Figure 3); a substantially part cylindrical rigid 
outer shell (3), (Figure 2); an inner liner (1 and 2) shaped to fit within the outer shell (3), 
(Figure 2); wherein the outer shell (3) is capable of fitting around the upright column so 
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that the outer shell (3) retains to the column (9) without further fixtures, (Page 4, Lines 
1 0-1 4); and the inner liner (1 ) being retained between the outer shell (3) and the column 
(9), (Figure 3). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 65-69, 74, and 76-79 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.K. Patent Application GB 2,321,688 A (Ian). 

Regarding Claim 65, Ian teaches the outer shell (3) comprising a tubular part 
cylindrical member (3), (Figure 3); wherein the tube has a pair of substantially parallel 
opposing edges (6) on either side of a gap, (Figure 2). Ian does not teach the cylindrical 
member extending over an angle in the range of 260 to 280 degrees, but does teach a 
range (HH) about a longitudinal centre line (GG) of the outer shell (3) which is very 
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similar to the claimed range, (Annotated Figure 2 Below). Therefore, the examiner 
points to case law In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 
(Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). The court found 
that if the only difference between the prior art device and the claims was a recitation of 
relative dimensions and a device having those claimed dimensions would not perform 
differently then the prior art device, the claimed device was not patentably distinct from 
the prior art device (See MPEP 2144). 




GG 



Annotated Figure2 
Regarding Claims 66-69, Ian teaches the limitations discussed above but does 
not teach the dimensional aspects of the claimed invention. However, the examiner 
points to case law In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 
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(Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). The court found 
that if the only difference between the prior art device and the claims was a recitation of 
relative dimensions and a device having those claimed dimensions would not perform 
differently then the prior art device, the claimed device was not patentably distinct from 
the prior art device (See MPEP 2144). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to provide the column protector of Ian 
with a height between 30-1 20cm, an external diameter of 10-1 4cm and an outer wall 
thickness between 7-9mm since the column protector of Ian would operate equally as 
well with any desired dimensions. In further regards to Claim 69, Ian teaches a pair of 
opposing edges (6), (Figure 2). 

Regarding Claim 74, Ian teaches the inner liner (Figure 1(b)) having a U-shaped 
channel formed but does not teach the exact dimensions. However, the examiner points 
to case law In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 
1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). The court found that if the 
only difference between the prior art device and the claims was a recitation of relative 
dimensions and a device having those claimed dimensions would not perform differently 
then the prior art device, the claimed device was not patentably distinct from the prior 
art device (See MPEP 2144). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to provide the column protector of Ian with a 
distance between the outer part cylindrical surface and the outer surface of the U- 
shaped channel between 2-5cm since the column protector of Ian would operate 
equally as well with any desired dimensions. 



Application/Control Number: 10/587,779 Page 10 

Art Unit: 3634 

Regarding Claims 76-79, Ian teaches the limitations discussed above but does 
not teach the dimensional aspects of the claimed invention. However, the examiner 
points to case law In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 
(Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). The court found 
that if the only difference between the prior art device and the claims was a recitation of 
relative dimensions and a device having those claimed dimensions would not perform 
differently then the prior art device, the claimed device was not patentably distinct from 
the prior art device (See MPEP 2144). In further regards to Claims 78 and 79, Ian 
teaches the inner liner (2 or 1) being U-shaped, (Figures 1(a) and 1(b)). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
provide the column protector of Ian with a height between 30-1 20cm, an external 
diameter of 10-1 4cm and an outer wall thickness between 7-9mm since the column 
protector of Ian would operate equally as well with any desired dimensions. 

8. Claim 70 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.K. 
Patent Application GB 2,321,688 A (Ian) in view of U.S. Patent No. 4,088,229 
(Jacoby et al.). 

Regarding Claim 70, Ian teaches the limitations discussed above, but does not 
teach the outer shell having a chamfered edge. However, Jacoby et al. teaches a shell 
of a protector having a chamfered edge (II) between its outer and inner surface, 
(Annotated Figure 4 Below). Therefore, it would have been obvious to one of ordinary 
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skill in the art to modify Ian to have the outer shell with chamfered edges as taught by 
Jacoby et al. for the purpose of user efficiency and improved protection. 



FIG.4. 




Annotated FigurM, 



9. Claim 75 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.K. 
Patent Application GB 2,321,688 A (Ian) in view of U.S. Patent Application 
Publication No. 2001/0047975 (Lazas et al.). 

Regarding Claim 75, Ian teaches the limitations as discussed above, but does 
not teach the inner liner being composed of one of the claimed materials. However, 
Lazas et al. teaches the use of polypropylene material in a post protector. Therefore, it 
would have been obvious to one of ordinary skill in the art to modify Ian to have an inner 
liner composed of polypropylene material as taught by Lazas et al. for the purpose of 
improving the effectiveness of the device and cheaper to manufacture. 
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10. Claim 84 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.K. 
Patent Application GB 2,321,688 A (Ian) in view of U.S. Patent No. Re 32,406 E 
(Molari, Jr.) 

Regarding Claim 84 (Misnumbered 83), Ian teaches the limitations as 
discussed above, but does not teach an polycarbonate outer sheath on the outer shell. 
However, Molari, Jr. teaches of layers of polycarbonate for impact protection, (Column 
1 , Lines 18-29). Therefore, it would have been obvious to one of ordinary skill in the art 
to modify Ian to have an additional polycarbonate sheath as taught by Molari, Jr. for the 
purpose of added protection. Furthermore, it is an inherent property of carbonate to 
crack under a given amount of force. 

11. Claim 85 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.K. 
Patent Application GB 2,321,688 A (Ian) in view of U.S. Patent No. 5,746,622 
(Consoli et al.). 

Regarding Claim 85 (Misnumbered 84), Ian teaches the limitations as 
discussed above, but does not teach a polycarbonate insert. However, Consoli et al. 
teaches a polycarbonate insert (150) capable of being inserted between the device and 
the front face of a column, which is capable of being removed and re-inserted for visual 
inspection without removing the outer or inner liners, (Figure 3 and Column 4, Lines 1- 
15). Therefore, it would have been obvious to one of ordinary skill in the art to modify 
Ian to have a polycarbonate insert as taught by Consoli et al. for the purpose of 
efficiently testing the device. 
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Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patents No. 2,166,798 (Cote), No. 4,113,110 (Mittag), No. 
7,090,428 (Hinojosa), and No. 7,104,514 (Ciarlo) all disclose similar style post 
protectors. 



13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patent Examiner whose telephone number is (571) 270- 
5222. The examiner can normally be reached on M-Th 8am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. Allen Shriver can be reached on (571) 272-6698. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joshua Rodden/ 
Examiner, Art Unit 4136 
/Jerry Redman/ 
Primary Examiner, Art Unit 3634 



